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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth In section 1 02 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

Claims 1-5, 7-12, 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Saitoh. 

In re claims 1-5, Saitoh disclosed a novelty item comprising a housing (1) in the 
form of a bird, a sound reproduction system (43) mounted in the housing so as to 
remain hidden from casual visual inspection of the housing, a switch (44) mounted in 
the housing and operatively connected to the sound system (43) for activating same in 
response to a moving of the housing near a human body. The switch or sensor (44) 
may be pyroelectric sensor for detecting infrared rays radiated from a human body (see 
column 4, lines 17-20). The sound reproduction of Saitoh inherently includes a power 
source, a solid-state memory (46) that includes a conventional electroacoustic 
transducer (47). It is noted that Saitoh did not specifically teach the housing is in the 
form of a seashell, and other types of switches such as gravity or proximity sensors as 
set forth in these claims. However, the difference in the shape of the housing appears 

III 1 • • ^ 
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Regarding the different types of switches, the specification of this 
application indicated that different types of switches are merely alternative forms of a 
sensor (see pages 6-8 of this application) and one sensor does not appear to have any 
significant advantage over the others. Therefore, it would have been obvious to one of 
ordinary skill in the art to modify the sensor (44) of Saitoh with any equivalent sensor 
that is commercially available. 

Regarding claims 7-12, 14-16, it is noted that Saitoh teaches that the 
sensor (44) detects infrared rays emitted from a person causing the control circuit (45) 
to actuate the sound system (43) (see column 4, lines 31-39). It is noted that Saitoh 
does not specifically teach a step of after and only after a removal of the housing from a 
stationary position towards an ear of a user, a sound is reproduced. On page 7 of the 
present application, one of the alternative switches may be infrared sensor 32 (Fig. 5) 
for detecting the temperature of a body placed next to mouth opening 12. It is 
submitted that since the sensor (44) of Saitoh is virtually same as one of the alternative 
sensors as disclosed by the applicant, the infrared sensor of Saitoh is certainly more 
than capable of being programmed and/or adjust to detect the temperature of an ear of 
the user. 
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of the sound bits on successive activations of the sound reproduction system by the 
switch. However, Curran teaches an interactive talking toy having a sound reproduction 
system with a memory (36) storing a plurality of different sound bites (39, 41 , 43) (see 
column 2, lines 53-60), and means (55) (see column 3, and Fig. 4) for accessing 
different ones of the sound bites on successive activations of the sound system. 
Therefore, it would have been obvious to one of ordinary skill in the art to modify the 
sound reproduction system (43) of Saitoh with the a memory (36) and means (55) as 
taught by Curran for the purpose of providing a wide variety of sound to the user. 

Response to Arguments 
In response to applicant's argument that Saitoh failed to teach a switch 
connected to a sound reproduction system in a housing for activating that system after 
and only after the housing is lifted to an ear of a user as set forth in claims 1 , 7, 10, a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCPA 1963). As discussed above, since the sensor (44) of Saitoh is same as one 
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Applicant's arguments with respect to claims 13 and 18 have been considered 
but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kien T. Nguyen whose telephone number is (703) 308- 
2493. The examiner can normally be reached on 7:30 AM-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacob Ackun can be reached on (703) 308-3867. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-3579 
for regular communications and (703) 305-3579 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1148. 




Priman/ Fvaminor 



